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Alex S. Keam Trademark Exam ning Attorney, Law Ofice 114
(K. Margaret Le, Managi ng Attorney).

Bef ore Hairston, Chapman and Wendel, Admi nistrative
Trademar k Judges.

Opi ni on by Wendel, Adm nistrative Trademark Judge:

Eagl e & Tayl or Conpany has filed an application to
regi ster the mark BOSTONI AN for “decorative glass panels
for residential steel doors.”?!

Regi stration has been finally refused under Section

2(d) of the Trademark Act on the ground of |ikelihood of

confusion with the registered mark BOSTONI AN for “wooden

! Serial No. 75/446,093, filed March 6, 1998, clainming first use
dates of Cctober 28, 1991
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interior and exterior doors and door skins of nolded wood
fiber material.”?

The final refusal has been appeal ed and both the
applicant and the Exam ning Attorney have filed briefs. An
oral hearing was not requested.

W nmake our determ nation of |ikelihood of confusion
on the basis of those of the du Pont® factors which are
rel evant under the circunstances. Two key consi derations
in any analysis are the simlarity or dissimlarity of the
respective marks and the simlarity or dissimlarity of the
goods with which the marks are being used. See In re
Azt eca Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB
1999) and the cases cited therein.

Here the marks are identical, the word BOSTONl AN. As
we turn to the goods, we are guided by the well-recognized
principle that the greater the degree of simlarity in the
mar ks, the lesser is the degree of simlarity that is
requi red of the goods on which the marks are being used in
order to support a likelihood of confusion. |If the marks

are the sane, as here, there need only be a viable

2 Registration No. 1,831,354, issued April 19, 1994, Section 8 &
15 affidavits accepted and acknow edged, respectively.

®See Inre EI. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973).
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rel ati onship between the goods. See In re Concordia
I nternati onal Forwarding Corp., 222 USPQ 355 (TTAB 1983).

The Exam ning Attorney argues that such a relationship
exists in that both wooden and steel doors are goods which
may emanate froma single source; that applicant’s
decorative glass panels are used with doors; that both
doors and door panels may travel in the sane channel s of
trade; and that the conditions surrounding the nmarketing of
t he respective goods may be such that the goods woul d be
encountered by the sane purchasers who m ght assune a
common source for both.

As pointed out by the Exam ning Attorney, applicant
has failed to nmake any argunents what soever with respect to
the issue of likelihood of confusion. Applicant’s only
contention is that applicant used its mark in interstate
commerce prior to the date of first use set forth in the
cited registration.® Inasnuch as priority of use is not
germane to applicant’s right to register in an ex parte
proceedi ng, the Exami ning Attorney correctly refused to
consider this argunent and we do the sane. See In re

Cal gon Corp., 435 F.2d 596, 168 USPQ 278 (CCPA 1971).

“ Applicant’s further request that the appeal be suspended until
the Ofice determ ned the acceptability of the Section 8
affidavit filed by registrant on May 13, 1999 is to no avail.
The affidavit was accepted on Septenber 21, 1999 and accordingly
the registration is valid and subsisting.
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Wiile we will not consider the likelihood of confusion to
have been conceded by applicant, we are w thout any
substantive argunents to the contrary.

Moreover, we note that it is not necessary that the
goods of applicant and registrant be simlar or even
conpetitive to denonstrate a viable relationship between
the respective products. It is sufficient if the goods are
either related in some manner and/or that the conditions
surroundi ng their marketing are such that they would be
encountered by the sanme persons under circunstances that
coul d, because of the simlarity of the marks used
therewith, give rise to the m staken belief that they
emanate from or are associated wth, the sane source. See
In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993)
and the cases cited therein.

Al t hough registrant’s products are wooden doors
wher eas applicant’s decorative glass panels are intended to
be used with steel doors, we find it reasonable to assune
t hat doors in general and decorative panels for use in
doors, whether wooden or steel, would travel in the sane
channel s of trade. As such, the sanme purchasers woul d be
likely to encounter both wooden and steel doors and
decorative panels for the sane and, if the sane mark is

used for both doors, whether wooden or steel, and
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decorative panels for doors, we find it likely that these
purchasers m ght assume a common source for both types of
products. Applicant has failed to submt any rebutta
argunent or evidence which mght lead us to a different
concl usi on.
Accordingly, we find a sufficient relationship exists
bet ween the respective goods that the use of identical
mar ks therewith would lead to a |ikelihood of confusion.
Deci sion: The refusal to register under Section 2(d)

is affirned.

P. T. Hairston

B. A Chapman

H R Wendel

Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board
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